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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 



4) |2sl Claim(s) 1-158 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 0 Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) E3 Claim(s) 1-158 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: a)0 approved b)0 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)OAII b)0 Some*c)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 



3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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Election/Restriction 



This is an original application, filed February 14, 2001. 

Applicant's preliminary amendment filed August 20, 2001, paper number 7, has been 
received and entered. The specification has been amended. Claims 124, 134, 146 and 153 have 
been amended. Claims 1-158 are pending and currently under examination. 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-27, drawn to a collection of lines of transgenic animals containing a 

single transgene, classified in class 800, subclass 8. 
n. Claims 28-31, drawn to a collection of lines of transgenic containing two or more 

transgenes, classified in class 800, subclass 8. 
EH. Claims 32-60, drawn to a method of making a collection of lines of transgenic 

animals containing a single transgene, classified in class 800, subclass 21. 

IV. Claims 6 1 -64, drawn to a method of making a collection of lines of trangenic 
containing two or more transgenes, classified in class 800, subclass 21. 

V. Claims 65-91, drawn to a collection of vectors containing a transgene, classified 
in class 536, subclass 23.1. 

VI. Claims 92-94, drawn to a collection of vectors containing a transgene and a 
second sequence, classified in class 536, subclass 23.1. 
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VII. Claims 95-123, drawn to a method of making a collection of vectors, classified in 

class 435, subclass 91.4. 
8-364. Claims 124, drawn to a transgenic animal comprising a single transgene recited in 

claim 124 (356 possible genes recited), classified in class 800, subclass 8. 
365-701. Claims 125-134, drawn to a transgenic animal containing a two or more 

transgenes wherein one gene is selected from the group recited in claim 
124, classified in class 800, subclass 8. 

702. Claims 135-145, drawn to a method of isolating cells from two or more transgenic 
animals, classified in class 435, subclass 1.1. 

703. Claim 146, drawn to a pure population of cells, classified in class 435, subclass 
325. 

704. Claims 147-152, drawn to a method of screening compounds for potential effects 
on one or more cell types, classified in class 435, subclass 455. 

705. Claims 153-158, drawn to a method of screening compounds for potential effects 
on transgenic animal, classified in class 800, subclass 21. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and m, and II and IV are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
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instant case transgenic animals can be generated by a variety of methods known in the art and do 
not require the methods set forth in groups HI and IV. Further, the process as generally claimed 
can be used to generate chimeric animals, rather than transgenic animals. 

Inventions I and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions comprise two different types of transgenic animals capable of separate use. In each 
case the animals contain a different number of transgenes and thus, their genome are physically 
different and may demonstrate phenotypic differences. 

Inventions V and VI are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
vectors comprise number and types of transgenes, and thus, are physically different. Further, 
each type of vector has a separate and distinct use. 

Inventions VII and V, VI are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case vectors can be made by a variety of different methods known in the art. 
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Inventions 8-364 are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions comprise a transgenic animals capable of separate use. In each case the animals 
contain a different transgenes and thus, their genome are physically different and the animal may 
demonstrate phenotypic differences one from the other. 

Inventions 365-701 are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions comprise a transgenic animals capable of separate use. In each case the animals 
contain a different transgenes and thus, their genome are physically different and the animal may 
demonstrate phenotypic differences one from the other. 

Inventions 8-364 and 365-701 are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of operation, 
different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the 
different inventions comprise a transgenic animals capable of separate use. In each case the 
animals contain a different transgenes and thus, their genome are physically different and the 
animal may demonstrate phenotypic differences one from the other. 

Inventions 702 and 703 are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 



t 



t 



Application/Control Number: 09/783,487 



Page 6 



Art Unit: 1632 

claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case one can isolate cells from a variety of different sources. Additionally, the cells 
containing a transgene can be generated by inserting the gene of interest into cells isolated from 
normal animals. 

Inventions 703 and 704 are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case the process can be done with cells containing a variety of different 
transgenes or with normal cells. Further, the product could possibly be used to study other 
physiological effects. 

Inventions I and 705 are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case the process can be done with animals containing a variety of 
different transgenes or with normal animals. Further, the product could possibly be used to study 
other physiological effects outside a general screening method. 
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should be faxed via the PTO Fax Center located in Crystal Mall 1. The faxing of such papers 

9) ' ^ CM ' FM °— -*» - P03,30 8 -4 242 and (703,305-30,4. 
Joseph T. Woitach 



